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(8 Responsive to communication(s) filed on Mar 16, 1999 _ . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

tS Claim(s) 1-21 is/are pending in the application. 

Of the above, claim(s) is/are withdrawn from consideration. 

□ Claim(s) is/are allowed. 

Q_ Claim(s) 1-21 's/are rejected. 

□ Claim (s) is/ are objected to. 

□ Claims are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

♦Certified copies not received: ... 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

K) information Disclosure Statement(s), PTO-1449, Paper No(s). 3, 4 

□ Interview Summary, PTO-41 3 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Art Unit: 2166 



DETAILED ACTION 



1. 



Claims 1-21 are presented for examination. 



Claim Rejections - 35 USC §103 



2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
96/24213 Al, Goldschmitt et al. (hereinafter Goldschmitt) in view of "World Wide Watch" 
(hereinafter The Mail). 

As per claim 1, Goldschmitt discloses a method of transmitting an advertisement from a 
sending party to a receiving party (see abstract and Fig. 4) comprising the steps of: 

initiating a communication from a data processing system associated with the sending 
party (see Fig. 1 and page 8, line 26 - page 9, line 2); 

associating a preselected advertisement with said communication (page 9, lines 8-13) 

transmitting said communication with said preselected advertisement therein to the 
recipient (see abstract) 

Goldschmitt does not explicitly disclose 

embedding the advertisement within the communication. 
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However, The Mail discloses transmitting said communication with said preselected 
advertisement embedded therein to the recipient (i.e. inserting advertisements into user's e-mail 
messages)(see page 1, abstract). It would have been obvious to one of ordinary skill in the art at 
the time of Applicant's invention to include embedding the advertisement within the 
communication within the Goldschmitt system in order to provide an alternative source of 
revenue (page 2, lines 29-33) 

As per claim 2, Goldschmitt discloses the method of claim 1, further comprising the steps 
of: offering to the sender an option of becoming an advertiser (i.e. offer to provide free email 
service) and enabling, if the offer is accepted, a procedure within said data processing system by 
which said preselected advertisement is associated with the communication (see abstract). 

As per claim 3, Goldschmitt discloses the method of claim 1, wherein the advertisement is 
associated with at least one of software or hardware operable with the data processing system 
(i.e. email message or software)(see abstract). 



As per claim 4, Goldschmitt discloses the method of claim 1, wherein the communication 
is at least one of e-mail, facsimile, voice-over-IP, voice-over-Internet, voice mail, video mail, 
video teleconferencing, and an animated presentation (i.e. email)(see abstract). 
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As per claim 5, Goldschmitt discloses the method of claim 1 , wherein the advertisement is 
sent for a preselected time period (i.e. between 5:00 PM and 7:00 PM)(page 6, lines 1-11. 

As per claim 6, Goldschmitt discloses the method of claim 1, wherein the advertisement is 
sent up to a pre-selected number of times)(i.e. certain number of times during the day)(page 6, 
lines 1-11). 

As per claim 7, Goldschmitt discloses the method of claim 1, wherein said preselected 
advertisement is electronically obtained from a third party data processing system (i.e. advertiser 
storage data files unit 24)(see Fig. 1 and page 8, lines 14-15). 

As per claim 8, Goldschmitt discloses the method of claim 2, wherein the user is 
compensated for accepting the offer to become an advertiser (i.e. user receives free email)(see 
abstract). 

As per claim 9, Goldschmitt discloses the method of claim 1, wherein the advertisement is 
at least one of visual and aural (i.e. graphics)(page 9, lines 23-29). 

As per claim 10, Goldschmitt does not explicitly disclose the method of claim 2, wherein 
the advertisement is incorporated in setup software for one of software and hardware. 
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However, the Examiner takes official notice that it was well known to provide 
advertisements within setup software for software or hardware in the computer arts. The purpose 
was to alert the customer of other products owned by the manufacturer that might be of interest 
to the customer. It would have been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to include the method of claim 2, wherein the advertisement is incorporated 
in setup software for one of software and hardware within the Goldschmitt system for the 
motivation stated above. 

As per claim 1 1 , Goldschmitt discloses the method of claim 2, wherein means for sending 
the communication comprises at least one of an e-mail client, a facsimile system, a voice-over-IP 
system, a voice-over-Internet system, a voice mail system, a video mail client, and a video 
teleconferencing system (i.e. email)(see abstract). 

As per claim 12, Goldschmitt discloses the method of claim 2, further comprising offering 
to a recipient of the communication and advertisement an option of being an advertiser (see 
abstract). 

As per claim 13, Goldschmitt discloses the method of claim 12, wherein said step of 
offering to a recipient of the communication and advertisement an option of being an advertiser 
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includes fraud avoidance means for reducing or eliminating fraud associated with the transaction 
(see abstract). 

As per claim 14, Goldschmitt discloses the method of claim 7, wherein said preselected 
advertisement is electronically obtained from a third party data processing system using the 
Internet (page 8, lines 5-8). 

As per claim 15, Goldschmitt discloses the method of claim 1, wherein the advertisement 
is displayed to a recipient during a period of at least one of before, during and after the 
communication (page 8, lines 10-13 and page 9, lines 1-7). 

As per claim 16, Goldschmitt discloses the method of claim 1, wherein the data processing 
system is at least one of a computer and telephone (see Fig. 1 and col. 8, lines 1-13). 



As per claim 17, Goldschmitt discloses the method of claim 2, wherein the advertisement 
is embedded in the communication by a third party (i.e. email messaging center 18)(page 8, lines 
14-25). 
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As per claim 18, Goldschmitt discloses the method of claim 1 wherein said preselected 
advertisement is determined at least in part by the recipient's demographic (i.e. profile match 
information identifying certain demographic information)(page 8, lines 14-25). 

As per claim 19, Goldschmitt discloses the method of claim 18 wherein said demographic 
is at least one of location, language, gender, age, income, and physical handicap (i.e. profile match 
information identifying certain demographic information)(page 8, lines 14-25). 

As per claim 20, Goldschmitt discloses a method of transmitting an electronic 
communication including an advertisement from a data processing system associated with a 
sending party to a data processing system associated with a receiving party (see abstract) 
comprising the steps of: 

transmitting an electronic communication using the data processing system associated with 
the sending party to the data processing system associated with the recipient (see abstract). 
Goldschmitt does not explicitly disclose 

locating a data file containing signature information on the data processing system 
associated with the sending party, said signature information being appended to electronic 
communications originating from the data processing system associated with the sending party; 

modifying information stored within said signature file to include an advertisement; and 
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said electronic communication including said information stored within said signature file 
including said advertisement. 

However, the Examiner takes official notice that it was old and well known to include 
signature blocks within email messages. The purpose of a signature block was to personalize the 
email message without requiring the user to write their personalized signature for each email 
message. In addition, the Examiner takes official was old and well known to incorporate graphics 
and html links within signature blocks. The purpose was to draw the recipient's attention to 
information in the signature block. It would have been obvious to one of ordinary skill in the art at 
the time of Applicant's invention to include locating a data file containing signature information 
on the data processing system associated with the sending party, said signature information being 
appended to electronic communications originating from the data processing system associated 
with the sending party, modifying information stored within said signature file to include an 
advertisement and said electronic communication including said information stored within said 
signature file including said advertisement within the Goldschmitt system for the motivation stated 
above. 

As per claim 21, Goldschmitt does not explicitly disclose the method of claim 20 wherein 
said signature file is associated with an e-mail client operating on said data processing system 
associated with the sending party. 
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However, Goldschmitt discloses attaching preselected advertisements to an email message 
of a recipient wherein said preselected advertisement is electronically obtained from a third party 
data processing system (page 8, lines 5-8). Embedding the advertisements with in a signature file 
at the third party data processing system permits the system to add advertisements to the portion 
of the email message that is always present thereby simplifying the efficiency and cost of the 
system. It would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to include the method of claim 20 wherein said signature file is associated with an e- 
mail client operating on said data processing system associated with the sending party within the 
Goldschmitt system for the motivation stated above. 



Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Pat. No. 6,018,761 discloses a system for attaching information about mail messages to 
the mail message. 
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5. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Alexander Kalinowski, whose telephone number is (703) 305-2398. The 
examiner can normally be reached on Monday to Thursday from 8:30 AM to 6:00 PM. In 
addition, the examiner can be reached on alternate Fridays. 

If any attempt to reached the examiner by telephone is unsuccessful, the examiner's 
supervisor, Tariq Hafiz, can be reached on (703) 305-9643. The fax telephone number for this 
group is (703) 305-0040. 



Alexander Kalinowski ^ 
2/11/01 
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